REMARKS 

In response to the Office Action, Applicant has amended various of the claims and 
canceled the claims to the product-by-process and submitted new claims drafted to focus 
more specifically upon the preferred embodiments illustrated. 

The typographical error point out by the examiner on page 3 and a clerical error in 
the following line have been corrected. Claims 13 and 21 have been amended in a 
manner such that they and newly submitted claim 31 define methods for making 
magazines which include a pop-up structure that would not be obvious from the teaching 
of U.S. Patent No. 4,408,755 to Meier in view of the disclosures of U.S. Patents No. 
4,842,303 to Molenda and No. 5,582,888 to Volkert. The Examiner's primary reference 
to Meier shows a method for assembling continuous webs that have been pre-folded in a 
zigzag configuration by gathering the webs in their folded condition and causing them to 
travel about a rotary apparatus which has a plurality of radially aligned pockets each of 
which accepts two facing pages of one pre-folded web. As the pocket carrying apparatus 
is conveying the pre-folded paper webs along an angular path, there is disclosure of an 
apparatus 57 which "stuffs" or inserts an insert 58 between facing sheets of the pre-folded 
web. The delivery of the stuffer is radial to the direction of angular movement of the 
folded facing paper sheets, and it is clear that the stuffer cannot place the supplement at a 
specific location on the sheet but it is merely capable of inserting the supplement 
somewhere between the two facing pages. This is akin to the stuffing of the free-floating 
cards that are found in most magazines sold in the U.S. today, that frequently fall from 
the magazine when the reader opens it for the first time. There is nothing in the Meier 
patent that suggests that the supplement could be effectively adhesively attached to one of 
the facing sheets. 
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Molenda teaches an advertising insert that can be affixed to a page of a magazine 
that itself carries a Post-It® note or other type of repositionable advertising or informative 
piece. There is no discussion of high-speed assembly, but it is merely stated that the 
device disclosed would be adhered to the signature as by two spots of hot melt adhesive 
29. It is suggested that the insert be applied with its edge adjacent the binding edge of the 
magazine as depicted in Figure 2. No method of high-speed assembly is taught, and the 
stuffer suggested by Meier would be incapable of accurate placement. 

Volkert teaches a variety of pop-up dimensional items; however there is no 
specific teaching of designing a single sheet pop-up that could be burst from a strip of 
such pop-ups and placed at a specific location on a fast moving web as a part of a 
magazine or other such assembly. 

Amended claim 13 specifies bursting each piece from a strip with a line of 
weakness between pieces, placing one burst piece upon a specific location on each 
specific page by moving the burst piece in the same direction and at the same speed at 
which the signature is moving. It is submitted that it should be quite apparent that these 
recitations are nowhere suggested by the disclosure in the Examiner's three cited 
references. Support for this amended claim is found in Figure 33 and in the description 
on page 24, line 1 1 through page 25, line 2. 

Claim 14 further recites that the strip is fed from a Z-folded stack arrangement to 
a burster which grasps the strip in regions that avoid contact with said pressure sensitive 
adhesive. Support for this recitation is found at page 24, lines 26-28, and it further 
distinguishes the claimed invention from the stuffer incidentally shown in the Meier 
disclosure. 
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New claim 26, which is dependent upon claim 13, defines the piece as having only 
a single die-cut slit which defines the leg along one edge and which does not reach the 
edges of said strip. Support for this is found in present claim 23 on page 24, lines 14-18 
and in the construction depicted in Figures 41 and 42, for example. 

Claims 27-29 are also dependent upon claim 26. Claim 27 specifies that there is a 
region of pressure sensitive adhesive on the front surface of the leg and there is release 
coating on the front and rear surfaces of each piece. Support for this is found in claim 23 
and in the description of Figures 41 and 42. 

New claim 28 specifies that the signatures are moved at a lineal speed equivalent 
to allow placement and securing of over 50,000 of said pieces per hour. Support for this 
recitation is found at page 21, lines 8-10, and it is, of course, made possible by the 
recitation of delivering the pieces in the same direction in which the signature is moving, 
as recited in claim 13. Operation at this speed requires substantially more than 800 
insertions per minute, and it is quite clear that, from a mechanical standpoint, the Meier 
apparatus would be simply incapable of operation at such speeds. 

New claim 29 which is also dependent upon claim 26 specifies that the pieces 
being adhesively secured when the web of signatures is being moved at a lineal speed as 
high as 46 feet per second. This is taught on page 23, lines 6-9 and is, of course, well 
beyond the capability of Meier. 

It is submitted that amended claim 13 and dependent claims 14 and 26-29 are thus 
distinguishable from any combination of the disclosures of the three cited references and 
should be allowed. 

Claim 2 1 has been amended to likewise specify that the pieces are attached to one 
another in series as a strip and burst from the strip along a line of weakness prior to 
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moving the burst page into juxtaposition with the signature so that the piece and signature 
are moving in the same direction when the piece is being adhesively secured thereto. For 
the reasons set forth with respect to claim 13, it is submitted that claim 21 is likewise 
allowable, along with dependent claims 22, 23 and 24. New claim 30 is dependent upon 
claim 21, and it is patterned after claims 26 and 27. It likewise finds support in Figures 
41 and 42 and in the description on page 24, lines 14-18 and page 26, lines 5-25. As 
previously indicated, the Volkert patent does not disclose a piece constructed in this 
manner that could be burst from a continuous strip for high speed placement, and it is 
submitted that this claim is further allowable for this reason. 

New claim 31 is similar to claim 13 in defining a method of making magazines on 
a web-fed press where a pop-up piece is attached between facing pages. It again recites 
that the pieces are die-cut single sheets which carry pressure sensitive adhesive on the 
front and rear surfaces and are attached to one another in a strip from which they are burst 
along a line of weakness and then placed upon a specific page on one ribbon traveling 
along the path by moving the burst piece in the same direction that the ribbon is traveling 
and adhesively securing a rear surface of a base section thereto. For the reasons set forth 
before with respect to claim 13, it is submitted that new claim 31 likewise defines an 
invention that would not be obvious from any combination of the disclosures of the 
references to Meier, Molenda and Volkert. 

Claim 32 is patterned after claim 14 and finds support therein. Claim 33 is 
patterned after claim 26 and finds support at the locations previously recited. Claim 34 
recites that, in addition to the only single die-cut slit, the piece has a line of weakness that 
defines a triangular base panel. Support for this is found in Figures 41 and 42 and in the 
description of same. Claim 35 is similar to new claim 30 and finds its support at those 
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locations mentioned hereinbefore. Claim 36 is dependent upon claim 35 and likewise 
finds its support in Figures 41 and 42 and in the accompanying description. As 
mentioned hereinbefore, the method as recited in claims 34-36 is handling a piece of a 
construction that cannot be found in the disclosure of Volkert. 

In view of the foregoing amendments and remarks, it is submitted that claims 13 
and 14, 21-24 and new claims 26-36 should be allowed, and allowance thereof is 
respectfully requested. In the absence of more pertinent prior art, it is submitted that the 
application is in condition for allowance, and favorable action is courteously solicited. 
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